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Remarks 

1- I" the Office Action of June 20, 2002, the Examiner considered Claims 25-41 
to be subject to restriction requirement. Specifically, the Examiner required the Apphcants 
to elect among the following groups: 

I. Claims 25-26, 32-36 drawn to a pharmaceutical compound comprising an 
amino acid sequence of SEQ ID NO: 1, classified in class 530, subclass 326, 

for example. 

n. Claims 25, 27, 32-36 drawn to a pharmaceutical compound comprising an 
amino acid sequence of SEQ ID NO: 2, classified in class 530, subclass 326, 

for example. 

m. Claims 25, 28, 32-36 drawn to a pharmaceutical compound comprising an 
amino acid sequence of SEQ ID NO: 3, classified in class 530, subclass 326, 
for example. 

IV- Claims 25, 29, 32-36 drawn to a pharmaceutical compound comprising an 
amino acid sequence of SEQ ID NO: 4, classified in class 530, subclass 326, 
for example. 

V. Claims 25, 30 , 32-36 drawn to a pharmaceutical compound comprising an 
amino acid sequence of SEQ ID NO: 5, classified in class 530, subclass 326, 
for example. 

VI. Cla im s 25, 31-36 drawn to a pharmaceutical compound compnsing an amino 
acid sequence of SEQ ID NO: 7, classified in class 530, subclass 326, for 
example. 

VII. Claim 37 drawn to a method of treating a disease by administering a 
pharmaceutical compound comprising amino acid sequence of SEQ ID NO: 1, 
classified in class 5 14, subclass 2, for example. 

VIJJ. Claim 37 drawn to a method of treating a disease by administering a 

pharmaceutical compound comprising amino acid sequence of SEQ ID NO: 2 
classified in class 514, subclass 2, for example. 
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K. Claim 37drawntoa m ethodoftrea t ingadi S easebyad m i„ i stennga 

Phan.aceu.ical compound comprising amino acid sequence of SEQ ID NO- 3 
classified in class 514, subclass 2, for example. 

X. Claim 37 drawn to a method of treating a disease by administering a 
Pharmaceutical compound comprising amino acid sequence of SEQ ID NO 4 
classed in class 514, subclass 2, for example. 

XI. Claim 37draw n toameth 0 d 0 ftreati ng adiseasebyadministerin g a 
Pharmaceutical compound comprising amino acid sequence of SEQ ID NO- 5 
classified in class 514, subclass 2, for example. 

ML Cairn 37 drawn to a method of treatmg a disease by administering a 

Pharmaceutical compound comprising amino acid sequence of SEQ ID NO- 7 
classified in class 514, subclass 2, for example 

IDNO.1 vector and a host cell, classified in class 435, subclass 69 1 for 
example. 

*v. a*. 38-4, d™ 10 „ ucleic arad mota|e encodin8 1 

■DNO :2 , vm„a„daho» l oe,ula SS , fi ed i „c tes 435, s „bcl asS 69. l . for 

example. 

XV. ^^'.^w„ BnucIeic ^ mo , ecu|eencodinga ^ ptideofsEQ 

DNO:3, vec,or a „d.h«,<:elUla ss ifi« 1 i„da SS 435, s „bda ss 69. 1 fo, 

example. 

xv,. a* *«, d™ ra „ udeic ^ molecu|e encodmg a ^ ^ 

IDNO:4. v=c t o, a „daho S ,c el ,,c,a Ss in«d 1 „ola SS 43 5 , su bcla ss 69.1. for 

example. 

XVn. a*. 3M1 , d,aw„ ,„ Mcleic ^ mofecu , e ^ , 

D NO: 5, vecor and a hos, ceM, Cashed i„ da* 435, subclass 69 , for 

example. 

XVm. a*. 3S-4,, drawn ,o „ Klei c ,c,d ruo.ecul. encodir* a po lypep , ide of SEQ 

N ° : ? ' VeC '°' a «»• ««»<W in class 435. subclass 69 , for 

example. 
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XIX. Claims 38-41, drawn to nucleic acid molecule encoding a peptide of SEQ 
ID NO: 8, vector and a host cell, classified in class 435, subclass 69.1., for 

example. 



<n order ,o more panicuiariy ^ „„, Md ^ ^ 



an 

io-Y 6 



800. Specifically, the new claims clearly point out that applicants' invention features 
aminoacid motif of the formula Y.-X.-X.Y, Y 3 -Y 4 -X 3 -X 4 -X 5 -Y 5 -X 6 -X 7 -X 8 -X 9 -X 

from wh 1C h the compoundsofthe invention are derived, m light of the cancellation of claims 
25-41, Applicants respectfully request reconsideration of the Restriction Requirement 
pursuant to MPEP Section 800. 



Riding the Examiner's acta, applied respectfuiiy p„i m „ ^ indepcndem 
— 25. 32, ,3, 37 and 31, which were subject t0 ^triCon, _ „ M ^ fcy ^ 
.opharmaceuriealcomp^ni,^^ amino acid sequences of SEQ NO. 1, SEQ NO 2 
SEQN0.3.SEQN0.4, SEQ NO. 5 OR SEQ NO 7 as suggested by the Examiner in the " 
OfficeActionunderrepiy. Ra Iher , d.e independenr Caims were direct ,o pharmacenrica, 
compounds , methods of using the compounds and re,a,ed nucleic acids, which have , 
common generic aminoacid mcif. The generic polypeptide motif which apphcams 
identified as SEQ. ID 8 in independent Cairn 25, for examp,e, is comm.. ,„ SEQ. >Ds 
1.2,3,4.5,,nd7 as set form in dependent claims 26-31. Thus, the subject matterof 
independent Cairn 25 me subject matte. ofdependentCaims 26-3,. Likewise 

i.depe,de„,c,aim s 32,33,3,a„d38,cnc„mpass,bu,„e„o„imi,ed,o,pharm«eutica> 
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:>mpi 



compounds comprising amino acid sciences of SEQ NO ,, SEQ NO 2. SEQ NO 3, SEQ 
NO 4, SEQ NO 5, SEQ NO 7. 



Apptants respectful sllomit , ney , „ t „ e paBnt ^ ^ ^ ^ 
me ,nve„,,„„ so prescribed m, y „ mee, me descriprion reauiremen, of 35 UM. §I ,2 See 

. ma, me y regard as essenria, iodeiineare me i„ve M i„n, a S iong as me firemen, 
of 35 u s e. S U2 a* me,. As Med above Applied have canceled Ciaims 25-41 herein 

andpre K „,„ewe,aims42- 58 »hichm„ reF ^ OT ,„,vpoi„ I ou,andms,i„cd y e,a,mmeir 
Pernio, Apphcans have correced me Cairn ianguage in me new Cairns present herein 

"SEQUENCE ID NO. 8". 

THeCCPA states in Wolfrum etal, supra, that under the provisions of 35 U.S.C 

§112, 

«P of me subjee, maaer is governed no, b, me exammer s c„„cep„„„ „ f ,h e 
'invent bu, by ,ha, "which me appiiean, re g a rds as his mve„„o„-...A P p,ica„, ,s 

them." 



m order ,o compi, wi ,h ,he ou B ,a„di„ 8 me ouraandi.g Region Reouire^, 
Apphcams eiee, wi,„ naverse. Group , comprismg Cairns 2 5 -26, 32-36 ,„, fur.be, 

APPliCM,S " 8ai " »~ «• • *« claim 25 encompasses 



Serial No. 09/775,743 10 

Group 1646 



but is not limited to, to pharmaceutic* compounds comprising an amino acid sequences of 
SEQ NO 1, SEQ NO 2, SEQ NO 3, SEQ NO 4, SEQ NO 5 or SEQ NO 7. 

2- In the Office Action under reply, the Examiner stated that Groups I -VI are 
unrelated because they are directed to compounds that have Afferent chemica. structures and 
are not required for one another. Applicants respectfully disagree and traverse based on the 
Examiner's mischaracterization of independent claim 25 as noted above. As set forth by 
Applicants, independent Claim 25 is directed to a generic sequence motif that encompasses 
all of the sequences of claims 26-36. Whether the claimed species are patentably distinct is 
irrelevant to the determination of patentability of applicants' claims directed to the species and 
the generic claims that read on these species. In view of the presence of a generic claim in the 
present invention, each and every species falling with that generic claim should be examined 
on the merits. 



s inventions 



3- In the Office Action under reply, the Examiner stated that while the i 
of Groups!- VlandXm-XIX are related as product and process of use, they are distinct and 
independent. Applicants respectfully traverse the restriction There are two criteria for a 
proper restriction requirement: the application contains independent or distinct inventions, 

SDd there is a serious burden on the Patent Office to exam the application without an election. 

MPEP § 803. Here, the subject matters of the above listed groups are related to each other. 

A search of the subject matter in one group would often reveal references to the subject 

matters of other groups. Therefore, it would be convenient and productive, not burdensome, 
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to search and examine ali the subject matters in groups I- VI and XHI-XTX in one single 

application. 



4. In the Office Action under reply, me Examine, st a,es the inventions of 
Groups Vn-XDand XIMX are unreiated because "the DNA groups of XID-XDC are no, 
required for .he^hods of r o„p S vn.Xn.- AppiicanK respecfuiiv disagree and .raven* 
on d,e grounds ma, d,e examine, has no, shown .here is a sehous burden on ,he Pa K „, Office 
.oexamm.aptfica.ionwimou.anei.cdo. Here, mesubjec, maders of d. above lisl ed 
groups are reiaied .o each od*, A search of *, subjec, mader in one group „o„,d often 
revea, references ,o «. subjec, maders of odre, groups, Therefore, „ wou|d „ ^ 
prcduoive, no, burdensome, ,o search a™, examine ai! .he subjec, makers in groups vn-XH 
and Xm-XK in one single application. 

5- In the Office Action under reply, the Examiner stated that Groups XHI-XIX 
are unrelated because they are directed to compounds that have different chemical structures 
andarenotreouiredforoneanother. Applicants respectful* disagree and traverse based on 
the Examiner's mischaractenzau 0 „ of independent claims 25 and 38 as noted above. As set 
forth by Applicants, independent Claim 25 is directed to a generic sequence motif that 
encompasses all of the sequences. The common generic motif encompasses SEQ. JDs 
U.3,4,5, and 7. It is immateria. that the generic motif covers a plurality of independent and 
distinct patentable inventions. That is the purpose of a generic claim. 
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6. In the Office Action under reply, the Examiner stated that Groups VH-Xni-are 
unrelated because they are directed to compounds that have different chemica. structures and 
are not required for one another. Applicants respectfully disagree and traverse based on the 
Examiner's mischaracterization of independent claims 25 and 37 as noted above, The 
common generic motif encompasses SEQ. IDs 1,2,3,4,5, and 7. It is immaterial that the 
generic motif covers a plurality of independent and distinct patentable inventions. That is the 
purpose of a generic claim. 

7. Applicants respectfully submit that they are entitled to a complete action on the 
merits of all claims, including all species encompassed by the claims. New independent 
claim 42 contains the subject matter of cancelled claim 25 and all species encompassed 
thereby including but not limited to the species set forth in new dependent claim 43 which 
contains the subject matter of cancelled claims 26-31. Likewise, the remainder of the 
independent claims presented herein encompass the subject matter of their corresponding 
dependent claims. Without the showing of undue burden, it is improper to impose a 
restriction requirement on the application. The mere fact that the subject matters of the 
groups belong to different classes or subclasses is only a prima facie showing of a serious 
burden of examination. Id. As stated above, the inventions identified are sufficiently related 
to one another that it would be convenient and productive, not burdensome, to search and 
examine all the subject matters in one single application. 
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Applicants look forward to having al, c.ai.s considered on the merits. If a telephone 
■s invited to teiephone applicant's undersigned attorney at the number provided. 

No fees are believed to be necessitated by the instant response. However, should this 
be in error, authorization is hereby given to charge Deposit Account No. 03-3839 for any 
underpayment, or to credit any overpayments. 



Respectfully submitted,. 




Diane L. Ferrone 
Attorney for Applicant 
i Registration No. 36,135 

Direct Telephone: 973-596-4879 

Gibbons, Del Deo, Dolan, 

Griffinger & Vecchione 
One Riverfront Plaza 
Newark, New Jersey 07102 
Telephone : (973) 596-4500 



